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REMARKS 

Claims 1-14 and 16-20 are pending in the application. By this Amendment, claim 15 
is canceled without prejudice or disclaimer. Claims 1, 6, 11-14 and 16 are amended. Claims 
17-20 are added. 

It is noted that the claim amendments are made only for more particularly pointing out 
the invention, and not for distinguishing the invention over the prior art, narrowing the claims 
or for any statutory requirements of patentability. Further, Applicant specifically states that 
no amendment to any claim herein should be construed as a disclaimer of any interest in or 
right to an equivalent of any element or feature of the amended claim. 

With respect to the prior art rejections, claims 1-16 stand rejected under 35 U.S.C. § 
103(a) as being unpatentable over Davis, et al. (U.S. Patent No. 6,578,013) in view of Eynon, 
et al. (U.S. Patent No. 6,714,937). 

The rejection is respectfully traversed in the following discussion. 

I. THE CLAIMED INVENTION 

The invention as recited in independent claim 1 for example, is directed to a device 
setting support system which supports device setting of an information device purchased by a 
user, including a database which stores customer information of the user and device 
information representing a configuration of the information device, the customer information 
and the device information being registered to a retail store terminal and sent to the database 
when the information device is purchased by the user and a service center terminal which 
sends device setting information including the customer information and the device 
information to the information device. The information device receives the device setting 
information from the service center terminal and performs the device setting of its own based 
on the device setting information (Application at page 4, lines 1-10). 

This structure is important because a user that is not familiar with the newly 
purchased information device can avoid setting-up the device because set-up is performed by 
an outside service center (Application at page 3, lines 21-25). 

In a conventional system, as described in the Background of the present Application, 
a user often has trouble setting-up and signing in to newly acquired information devices 
which may result in the user contacting a service center for support (Application at page 2, 
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lines 10-24). 

In contrast, an exemplary aspect of the claimed invention may allow a user to provide 
the user's information and the purchased device information while at the place of purchase so 
that when the user turns the system on, set-up will be activated (Abstract of the 
Specification). 

None of the applied references discloses or suggests this invention. 

II. THE PRIOR ART REJECTION 

The Davis and Eynon reference rejection 

In rejecting claims 1-16 under 35 U.S.C. §103(a) as being unpatentable over Davis, et 
al. (Davis) in view of Eynon, et al. (Eynon), the Examiner alleges that the combination of 
references discloses all of the features of the rejected claims. However, there is no 
motivation or suggestion to make the combination as proposed in the Office Action. 

To establish a prima facie case of obviousness there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to combine reference teachings. 
Further, the teaching or suggestion to make the claim combination and the reasonable 
expectation of success must both be found in the prior art, and not based on Applicant's 
disclosure (MPEP §2143). 

The primary reference of Davis relates to a system for storing criteria under which a 
customer is authorized to purchase an item. The stored criteria may include a monetary 
budget for purchasing the item (Abstract of Davis). The system includes customers 102, 104, 
106 networked with a supplier 1 12. The customer 102, for example, includes a customer 
administrator 214 for executing customer administration processes, including a 
communication process 302, an ordering process 304 and a database update process 306 (col. 
3, line 45-col. 4, line 42). Each of the processes 302, 304, 306 is directed to authorization of 
purchasing an item from the supplier 1 12 (see Figs. 9-1 1 and accompanying text). 

In contrast, Eynon relates to a system for receiving an order for, and building, a 
personal computer (Abstract of Eynon). Specifically, Eynon discloses a system and method 
for configuring a product using end user information prior to the product being delivered (col. 
1, lines 6-10). 

Accordingly, there is no motivation or suggestion to combine a system for storing 
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criteria under which a customer is authorized to purchase an item with a system for receiving 
an order for, and building, a personal computer. 

Further, combining prior art references without evidence of a suggestion, teaching, or 
motivation simply takes the inventor's disclosure as a blueprint for piecing together the prior 
art to defeat patentability-the essence of hindsight. See, e.g., Interconnect PlanninR Corp. v. 
FeiL, 774 F.2d 1 132, 1 138, 227 USPQ 543, 547 (Fed. Cir. 1985) ("The invention must be 
viewed not with the blueprint drawn by the inventor, but in the state of the art that existed at 
the time."). 

By combining such disparate references without motivation or suggestion, the 
Examiner improperly relies on hindsight. 

Moreover, Davis is addressing a problem different from that of the present 
application. For example, Davis seeks to improve communication between a customer and 
the customer's supplier of goods while reducing the number of humans involved in the 
process (col. 1, lines 22-65) 

In contrast, the present application seeks to alleviate difficulties experienced by the 
purchaser of an information device when the purchaser attempts to perform set-up and sign-in 
operations (Application at page 2, lines 10-6). 

As such, there is no motivation or suggestion to attempt to modify Davis with the 
teachings of Eynon because Davis is not addressing a problem similar to that of the present 
application. In other words, one of ordinary skill in the art would not turn to Davis in an 
attempt to resolve the problems addressed in this application. 

In seeking to make the combination of references, the Examiner alleges that Davis 
discloses a database , as recited in the independent claims and that Eynon discloses the 
claimed service center terminal . 

However, the Examiner provides no indication of corresponding structure in either of 
the references. Instead, the Examiner merely recites the rejected claim language and alleges 
that the corresponding structure is disclosed in the applied references. 

Applicant respectfully reminds the Examiner that when rejecting claims for want of 
novelty or for obviousness, the Examiner must cite the best references at his or her command, 
and the particular part relied on must be designated as nearly as practicable . The pertinence 
of each reference, if not apparent must be clearly explained and each rejected claim 
specified . (37 CFR §1.1 04(c)(2)). 
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As no corresponding structure is identified, a prima facie case of obviousness has not 
been established. 

Additionally, the supplemental reference of Eynon actually teaches away from the 
pending claims. For example, Eynon seeks to avoid customer attempts to complete the final 
set-up and configuration of a computer system by having the process completed during the 
building phase of the system during manufacture (see col. 1, lines 28-67; Figs, 1 and 2). 

In contrast, the present application describes and claims that the customer information 
and the device information is registered in a retail store terminal at the time of purchase and 
sent to the data for storage to aid the user during final set-up and configuration of the 
computer system. 

Thus, as Eynon seeks to remove the user from the process of final set-up and 
configuration of a computer system, Eynon teaches away from the claims which contemplate 
such processes. References must be considered as a whole, including disclosures that teach 
away from the claims (MPEP §2141.02) 

Finally, even considering arguendo that the combination of references were proper, 
the combination fails to disclose or suggest "a database which stores customer information of 
the user and device information representing a configuration of the information device, the 
customer information and the device information being registered to a retail store terminal 
and sent to the database when the information device is purchased by the user." 

As discussed, Davis merely discloses maintaining an on-going supply chain between 
customers and vendors, and Eynon merely discloses a ssytem and method for ordering and 
building computers to include final set-up and configuration of the computer system prior to 
delivery to the purchaser . 

Accordingly, withdrawal of the rejection is respectfully requested. 

IU. FORMAL MATTERS AND CONCLUSION 

A. Priority Document 

Acknowledgement of receipt of the certified copy of JP 2000-39081 1, submitted to 
the USPTO on December 21, 2001, is respectfully requested. 

B. Conclusion 

In view of the foregoing, Applicants submit that claims 1-14 and 16-20, all the claims 
presently pending in the application, are patentably distinct over the prior art of record and 
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are in condition for allowance. The Examiner is respectfully requested to pass the above 
application to issue at the earliest possible time. 

Should the Examiner find the application to be other than in condition for allowance, 
the Examiner is requested to contact the undersigned at the local telephone number listed 
below to discuss any other changes deemed necessary in a telephonic or personal interview . 

The Commissioner is hereby authorized to charge any deficiency in fees or to credit 
any overpayment in fees to Attorney's Deposit Account No. 50-0481. 
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